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DETAILED ACTION 
Election/Restrictions 

1 . Claims 29-43 withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as 
being drawn to a nonelected group, there being no allowable generic or linking claim. Election 
was made without fraverse in the reply filed on March 5, 2009. 

2. Applicant's election without traverse of claims 1-28 in the reply filed on March 5, 2009 is 
acknowledged. 

Specification 

3. The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

4. The absfract of the disclosure is objected to because it is longer than 150 words and is 
more than one paragraph. Correction is required. See MPEP § 608.01(b). 

5. The disclosure is objected to because of the following informalities: specific references to 
the claims and inclusion of embodiments "not in accordance with the invention" sections in the 
specification. 

Appropriate correction is required. 



Claim Objections 

6. Claim 14 is objected to because of the following informalities: 
"element(s).". Appropriate correction is required. 



misspelling of 
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Drawings 

1. The drawings are objected to because there are no numeric labels on figures, German 
labels on figures, handwriting on Figure 10, and unclear photographs. Corrected drawing sheets 
in compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should include all of 
the figures appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drawing figure is to be canceled, the appropriate figure must be removed fi-om 
the replacement sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 
1 . 1 2 1 (d). If the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 
8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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9. Claim 9 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. It is unclear what is meant by "a large volume of water" or "very low pressure." 

10. Claim 1 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. It is unclear what is encompassed by at "substantially zinc" mixture. 

1 1 . Claim 15 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. It is unclear what is meant by "other suitable coating processes" as this could 
encompass a broad range of coating processes. 



Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 3 . This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S. C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

14. Claims 1-5, 8-15, 18-19, 26-28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kefferstein US Patent No. 6,564,604. 

1 5 . Kefferstein teaches : 



Railed stM^ stie^ 
fofthennsltraatimsnt 
(iLAF or LAC| coated 
With zinc c^* zinc alloy 




3-| — Chilling presses 



Ovsnat 

800'120G'e 
2-10 hoyrs 



\ Heatformed- 
1 -caitd raited 

1 prsssas 




FlniaihSHd place Mated 
with ^rtcorafK> 
^uminym allo)i8. 

15<K) MPa 





for thermal tireatment 
(LAF or LC) costed 





IHsaitreattnentl 
I folowedby 
rapid c^Lng j 



Finish^ pl9ce coittdf 
with zinc or zlnc- 
aiumlniim alloys. 

Bfn> 1500 MPa 



16. Limitations from claim 1, a method for producing a hardened profiled structural part from 
a hardenable steel alloy with cathodic corrosion protection, comprising: applying a coating to a 
sheet made of a hardenable steel alloy (column 1, lines 59-63), wherein the coating comprises 

zinc (column 2, lines 15-17), and the coating further comprises one or several elements with 
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affinity to oxygen in a total amount of 0.1 weight-% to 15 weight-% in relation to the total 
coating; subsequently roller-profiling the coated sheet steel in a profiling device, so that the sheet 
tape is formed into a roller-formed profiled strand; thereafter heating the coated sheet steel, at 
least in part and with the admission of atmospheric oxygen, to a temperature required for 
hardening, and heating the coated sheet steel to a structural change required for hardening 
(column 1, lines 56-57); wherein a skin made of an oxide of the element(s) with affinity to 
oxygen is formed on the surface of the coating (column 2, lines 15-19); and after sufficient 
heating, cooling the sheet, wherein the rate of cooling is set in such a way that hardening of the 
sheet alloy is achieved (column 2, lines 8-11). 

17. Kefferstein does not explicitly disclose a zinc oxide compound, however it is well-known 
in the art that zinc easily forms compounds with oxygen and zinc oxide are commonly used as 
metal coatings. 

18. Limitations from claim 2, the method in accordance with claim 1 , comprising welding the 
profiled strand, which was profiled in a profiling installation, in a downstream-located welding 
device (column 1, lines 56-57). 

19. Limitations from claim 3, the method in accordance with claim 1, comprising cutting the 
profiled strand into profiled strand sections prior to heating the profiled strand to the temperature 
required for hardening (column 1, lines 56-57). 

20. Limitations from claim 4, the method in accordance with claim 3, comprising heating the 
profiled strand or the profiled strand sections, prior to being heated to the temperature required 

for hardening, in a heating step to a temperature that makes possible the partial formation of 
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iron-zinc phases in the coating, and maintaining the profiled strand or the profiled strand sections 
at this temperature (column 2, lines 15-19). 

21 . Limitations from claim 5, the method in accordance with claim 3, comprising providing 
holes, cutouts, punched-out places and/or a required perforation pattem in the profiled strand or 
the profiled strands sections, prior to or following profiling and/or prior to or following the 
cutting to size, and prior to heating to the temperature required for hardening (column 1, lines 
56-57 and 64-65). 

22. Limitations from claim 8, the method in accordance with claim 1, comprising heating the 
profiled strand and/or the profiled strand sections inductively and/or by convection and/or by 
radiation (column 2, lines 1-2). 

23. Kefferstein does not explicitly disclose a heating method; however, a rise in temperature 
of the metal part would have to result from some method or combination of inductive, 
convective, or radiative heat transfer. 

24. Limitations from claim 9, the method in accordance with claim 1, comprising cooling the 
sheet in water, wherein a large volume of water is conducted at a very low pressure to the 
structural component to be hardened (column 2, lines 8-10). 

25. Kefferstein does not disclose cooling the sheet in water, but specification does not detail 
the criticality of cooling the sheet with water in the specification. 

26. Limitations from claim 10, the method in accordance with claim 1, wherein magnesium 
and/or silicon and/or titanium and/or calcium and/or aluminum and/or manganese and/or boron 
are used in the mixture as elements with affinity to oxygen (column 2, lines 15-19). 
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27. Limitations from claim 11, the method in accordance with claim 1, comprising applying 
the coating using a hot-dip galvanization process, in which a mixture of substantially zinc with 
the element(s) with affinity to oxygen is used (column 2, lines 15-19). 

28. Limitations from claim 18, the method in accordance with claim 1, wherein aluminum is 
substantially employed as the element with affinity to oxygen (column 2, lines 18-19). 

29. Limitations from claim 19, the method in accordance with claim 1, wherein the coating 
mixture is selected in such a way that in the course of heating the layer forms a surface oxide 
skin made of oxides of the elements with affinity to oxygen and the coating forms at least two 
phases, wherein a zinc-rich phase and an iron-rich phase are formed (column 2, lines 15-19). 

30. Limitations from claim 26, the method in accordance with claim 1, comprising 
inductively heating the sheet (column 2, lines 1-2). 

3 1 . Limitations from claim 27, the method in accordance with claim 1, comprising heating 
the sheet in a radiation fiimace (column 2, lines 1-2). 

32. Kefferstein does not explicitly disclose a heating method; however, a rise in temperature 
of the metal part would have to result from some method or combination of inductive, 
convective, or radiative heat transfer. 

33. Limitations from claim 28, The method in accordance with claim 1 , comprising forming 
and hardening the structural component in a roller forming installation, wherein the coated sheet 
is heated, at least in parts, to the austenizing temperature, is subsequently roller-formed prior to, 
during and/or after this and, following the roller forming, is cooled at a rate of cooling which 
causes hardening of the sheet alloy (column 1, line 56-column 2, line 25). 
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34. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kefferstein as 
applied to claim 1 above, and further in view of Imai et al. WIPO Publication No. WO 
03/0335922. 

35. An English translation of Imai is not immediately available, so the Imai et al. European 
Patent No. 1,439,240 Al will be relied upon in this office action for citations. 

36. Kefferstein teaches a method for applying a coating to a hardened profile part, but does 
not teach such a method with the coating applied via electrolysis. Imai, however, does teach this 
method. 

37. Imai teaches: 

38. Limitations from claim 6, the method in accordance with claim 1, comprising heating the 
profiled strand or the profiled strand sections to a temperature of 850°C to 950°C. at a heating 
rate of 50°C to 100°C per second, and maintaining the profiled strand or the profiled strand 
sections at this temperature for at least 5 seconds, and cooling the profiled strand or the profiled 
strand sections at a cooling rate of 25°C to 45°C per second (paragraph 18). 

39. Limitations from claim 7, the method in accordance with claim 1, comprising, in the 
course of heating, maintaining the profiled strand or the profiled strand sections at 500°C to 
600°C for at least 10 seconds, and subsequently fiirther heating the profiled strand or the profiled 
strand sections (paragraph 18). 

40. Imai discloses the claimed invention except for the temperature ranges and rates. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 

made to experiment to find these optimal heating ranges, since it has been held that where the 
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general conditions of a claim are disclosed in the prior art, discovering the optimum or workable 
ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 

41. Limitations from claim 12, the method in accordance with claim 1, comprising applying 
the coating electrol5d;ically (abstract). 

42. Limitations from claim 13, the method in accordance with claim 12, wherein in the 
course of the electrolytic coating first a zinc layer is deposited, and thereafter the element(s) with 
affinity to oxygen is (are) deposited on the applied zinc coating in a second step (abstract). 

43. Limitations from claim 14, the method in accordance with claim 12, comprising initially 
electrolytically depositing a zinc coating on the surface of the sheet, and subsequently applying a 
coating of the elements(s) with affinity to oxygen to the zinc surface (paragraph 22). 

44. Limitations from claim 15, the method in accordance with claim 14, comprising applying 
the element(s) with affinity to oxygen by vapor deposition or other suitable coating processes 
(paragraph 24). 

45. Limitations from claim 16, the method in accordance with claim 1, wherein 0.2 weight-% 
to 5 weight-% of the elements with affinity to oxygen are used (paragraphs 34-39). 

46. Limitations from claim 17, the method in accordance with claim 1, wherein 0.26 weight- 
% to 2.5 weight-% of the elements with affinity to oxygen are used (paragraphs 34-39). 

47. Limitations from claim 20, the method in accordance with claim 19, wherein the iron-rich 
phase is embodied to have a ratio of zinc to iron of at most 0.95 (Zn/Fe<0.95), and the zinc-rich 
phase a ratio of zinc to iron of at least 2.0 (Zn/Fe>2.0) (paragraphs 46-55). 
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48. Limitations from claim 21, the method in accordance with claim 19, wherein the iron-rich 
phase has a ratio of zinc to iron of approximately 30:70, and the zinc-rich face is embodied with 
a ratio of zinc to iron of approximately 80:20 (paragraphs 46-55). 

49. Limitations from claim 22, the method in accordance with claim 19, wherein the layer 
contains individual areas with zinc proportions >90% zinc (paragraphs 46-55). 

50. Limitations from claim 23, the method in accordance with claim 1, wherein the coating is 
formed in such a way that, at a thickness of 15 |jm, it develops a cathodic protection effect of at 
least 4 J/cm^ after heating (paragraphs 77-78). 

5 1 . Limitations from claim 24, the method in accordance with claim 1 , comprising coating 
the sheet with the mixture of zinc and the element(s) with affinity to oxygen during passage of 
the sheet through a liquid metal bath at a temperature of 425°C to 690°C and subsequently 
cooling the coated sheet (figure 1). 

52. Limitations from claim 25, the method in accordance with claim 1, comprising coating 
the sheet with the mixture of zinc and the element(s) with affinity to oxygen during passage of 
the sheet through a hquid metal bath at a temperature of 440°C to 495°C and subsequently 
cooling the coated sheet (figure 1). 

53. Imai discloses the claimed invention except for the temperature ranges and rates. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to experiment to find these optimal heating ranges, since it has been held that where the 
general conditions of a claim are disclosed in the prior art, discovering the optimum or workable 

ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 
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54. It would have been obvious to one of ordinary skill in the art to combine Imai's and 
Kefferstein's inventions because electrolysis is a well-known metallic coating application method 
in the art. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephanie Jennings whose telephone number is (571) 270-7392. 
The examiner can normally be reached on Monday-Thursday, 7 am - 5:30 pm EST. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Dana Ross can be reached on (571) 272-4480. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/S. J./ /Dana Ross/ 

Examiner, Art Unit 3725 Supervisory Patent Examiner, Art Unit 

April 23, 2009 3725 



